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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three, MONTH(S) FROM 



THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)ESI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) H The drawing(s) filed on 1//31/2001 is/are: a)D accepted or b)l3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . New corrected drawings in compliance with 37 CFR 1 .1 21 (d) are required in this 
application because of various informalities. Applicant is advised to employ the services 
of a competent patent draftsperson outside the Office, as the U.S. Patent and 
Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 16-21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Statutory articles of manufacture subject 
matter must at a minimum be concrete and tangible The claimed data signals are 
neither concrete nor intangible and are therefore nonstatutory. 

Claim Rejections - 35 USC §112 

3. Claim 7 and 14 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The limitations call for a reimbursement. A 
reimbursement would seem to require some first payment/credit. No payment/credit is 



Application/Control Number: 09/773,142 Page 3 

Art Unit: 3624 

found in the controlling claims language. In addition, "said additional charges" lacks 
antecedent basis. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-6, 8-13 are rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by US Patent 6035285. 

The patent teaches a method for passing and delivering a bill generated by a billing 
party, through an intermediary billed party, to an end-billed party, the method 
comprising: sending an initial bill from the billing party to the intermediary-billed 
party, said initial bill containing a number of charges included therein; receiving, from 
the intermediary billed party, a selection of one or more of said charges appearing on 
said initial bill; and generating a final bill for payment by the end-billed party, said final 
bill including said selection of one or more of said charges appearing on said initial 
bill. (See, column 1 , figure 1 .) The reference as a whole teaches of sending the bills 
electronically. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. ' Claims 1-14 are rejected under anticipated under 102 or in the alternative 
rendered obvious under 35 U.S.C. 103(a) over US Patent # 6035285. 

8. The prior art teaching was cited above. The reference fails to expressly teach the 
billing party paying for the service (claims 7 and 14). While the reference does not 
expressly teach of charging the billing entity for the service and thus having the billing 
party "reimburse" 1 the intermediary, the feature would seem to be inherent in the 
method. The method of the prior has two potential income sources. Either it charges 
the biller or it charges the end billed party. In the alternative, the examiner takes official 
notice that intermediaries routinely charge one or both parties for their services. It would 
have been obvious for one skilled in the art to have combined the two teachings as 
motivated by the need to make the primary reference an economically viable enterprise. 



1 See rejection under 112nd. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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